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identifying at least one claim in its ap-
plication that corresponds to the pro-
posed count, 

(2) Identifying the other application 
and, if known, a claim in the other ap-
plication which corresponds to the pro-
posed count, and 

(3) Explaining why an interference 
should be declared. 

(b) When an applicant presents a 
claim known to the applicant to define 
the same patentable invention claimed 
in a pending application of another, the 
applicant shall identify that pending 
application, unless the claim is pre-
sented in response to a suggestion by 
the examiner. The examiner shall no-
tify the Director of any instance where 
it appears an applicant may have failed 
to comply with the provisions of this 
paragraph. 

[24 FR 10332, Dec. 22, 1959, as amended at 53 
FR 23735, June 23, 1988; 60 FR 14519, Mar. 17, 
1995] 

§ 1.605 Suggestion of claim to appli-
cant by examiner. 

(a) If no claim in an application is 
drawn to the same patentable inven-
tion claimed in another application or 
patent, the examiner may suggest that 
an applicant present a claim drawn to 
an invention claimed in another appli-
cation or patent for the purpose of an 
interference with another application 
or a patent. The applicant to whom the 
claim is suggested shall amend the ap-
plication by presenting the suggested 
claim within a time specified by the 
examiner, not less than one month. 
Failure or refusal of an applicant to 
timely present the suggested claim 
shall be taken without further action 
as a disclaimer by the applicant of the 
invention defined by the suggested 
claim. At the time the suggested claim 
is presented, the applicant may also 
call the examiner’s attention to other 
claims already in the application or 
presented with the suggested claim and 
explain why the other claims would be 
more appropriate to be designated to 
correspond to a count in any inter-
ference which may be declared. 

(b) The suggestion of a claim by the 
examiner for the purpose of an inter-
ference will not stay the period for re-
sponse to any outstanding Office ac-
tion. When a suggested claim is timely 

presented, ex parte proceedings in the 
application will be stayed pending a de-
termination of whether an interference 
will be declared. 

[49 FR 48455, Dec. 12, 1984, as amended at 60 
FR 14519, Mar. 17, 1995] 

§ 1.606 Interference between an appli-
cation and a patent; subject matter 
of the interference. 

Before an interference is declared be-
tween an application and an unexpired 
patent, an examiner must determine 
that there is interfering subject matter 
claimed in the application and the pat-
ent which is patentable to the appli-
cant subject to a judgment in the in-
terference. The interfering subject 
matter will be defined by one or more 
counts. The application must contain, 
or be amended to contain, at least one 
claim that is patentable over the prior 
art and corresponds to each count. The 
claim in the application need not be, 
and most often will not be, identical to 
a claim in the patent. All claims in the 
application and patent which define 
the same patentable invention as a 
count shall be designated to correspond 
to the count. 

[65 FR 70490, Nov. 24, 2000] 

§ 1.607 Request by applicant for inter-
ference with patent. 

(a) An applicant may seek to have an 
interference declared between an appli-
cation and an unexpired patent by, 

(1) Identifying the patent, 
(2) Presenting a proposed count, 
(3) Identifying at least one claim in 

the patent corresponding to the pro-
posed count, 

(4) Presenting at least one claim cor-
responding to the proposed count or 
identifying at least one claim already 
pending in its application that cor-
responds to the proposed count, and, if 
any claim of the patent or application 
identified as corresponding to the pro-
posed count does not correspond ex-
actly to the proposed count, explaining 
why each such claim corresponds to 
the proposed count, and 

(5) Applying the terms of any appli-
cation claim, 

(i) Identified as corresponding to the 
count, and 

(ii) Not previously in the application 
to the disclosure of the application. 

VerDate Aug<04>2004 01:06 Aug 27, 2004 Jkt 203136 PO 00000 Frm 00144 Fmt 8010 Sfmt 8010 Y:\SGML\203136T.XXX 203136T


		Superintendent of Documents
	2014-11-17T14:54:56-0500
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




